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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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Responsive to communication(s) filed on 27 August 2007 . 
2a)D This action is FINAL. 2b)G3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Receipt is acknowledged of a reply to the previous Office Action, filed August 27, 
2007. Claims 1-7, 12 and 16 are pending, with claims 1-6 examined. Claims 7, 12 and 
16 are withdrawn. Any rejection of record in the previous Office Action, mailed April 13, 
2007, that is not addressed in this action has been withdrawn. 

Because this Office-Action sets forth new rejections that are not necessitated by 
amendment, this Office Action is made NON-FINAL. 

Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 2 and newly added claim 3 are rejected under 35 U.S.C. 102(b) as 
being anticipated by BM460207 (1999). 

Note: The claims are drawn to nucleic acids encoding or complementary to a 
sequence encoding a mammalian transcription factor (defined in the specification as "a 
homolog of Drosophila grh, i.e. M-GRH" -see page 5, lines 3-4) comprising nucleotide 
sequences capable of hybridizing to SEQ ID NO: 7, SEQ ID NO: 15 or a fully 
complementary sequence of any of the foregoing under conditions of (0.1X SSC, 0.1% 
w/v SDS at 65°C. Since there are no wash conditions listed, and there is no indication 
that these conditions are highly stringent, the Examiner has interpreted a 
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"complementary sequence" to include any level of complementarity. The claims thus 
encompass any nucleic acid sequence that is complementary to a sequence encoding 
an M-GHR homolog comprising human or murine SOM-encoding sequences. 
Furthermore, because the specification has defined complementary as "the capacity for 
precise pairing between two nucleobases of an oligomeric compound" (see page 59, 
lines 25-26), the claims encompass any nucleic acid sequence comprising at least two 
"nucleobases" which can precisely pair with any sequence present in a nucleic acid 
which encodes a mammalian transcription factor. Because two nucleotides 
complementary to, e.g., a sequence encoding SEQ ID NO: 8 (e.g. SEQ ID NO: 7) would 
represent not even a single percent of identity (2/1870 nucleotides would be 0.1% 
identity), the claims encompass nucleotide sequences with as little as 0.1% identity to, 
e.g., SEQ ID NO: 7. Similar reasoning is applied to claim 3. Since the language of 
claim 3 is not Markush language, but a nucleic acid sequence encoding a polypeptide 
comprising an amino acid sequence of SEQ ID NO: 8 or 16, then a dipeptide reads on 
SEQ ID NO: 8 or 16. 

The sequence disclosed as GenBank Accession No. BM260207 comprises a 
nucleic acid sequence which is 26.2% identical to SEQ ID NO: 7 as indicated by the 
alignment provided for Applicant as "Exhibit B." Exhibit 1 (submitted by Applicant) 
shows a 163 amino acid long alignment between SEQ ID NO: 8 and BM46027. 
Therefore, BM260207 anticipates claims 1, 2 and 3. 
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Response to Arguments Concerning Claim Rejections - 35 USC § 102 (b) 

Applicants' arguments filed on August 27, 2007 have been fully considered. The 
following grounds of traversal are presented: 

Applicants argue that BM460207 is an EST sequence that when translated only 
encodes a 163 amino acid long region that aligns with SEQ ID NO: 8. Therefore, 
BM460207 has at most 26.8% identity to SEQ ID NO: 8, and not the 95% identity 
required by claim 1. 

Applicants' arguments are not found persuasive for the following reasons. 

As discussed above, Applicants are claiming an amino acid sequence, as 
opposed to the amino acid sequence, having at least 95% identity to SEQ ID NO: 8. 
The 163 amino acid region of BM460207 has at least 95% identity to SEQ ID NO: 8. 

Allowable Subject Matter 

Claims 4-6 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele K. Joike, Ph.D. whose telephone number is 
571-272-5915. The examiner can normally be reached on M-F, 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michele K Joike, Ph.D. 

Examiner 

Art Unit 1636 



